United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/551 ,975 1 0/05/2005 Robert S. Meissner 
210 7590 02/20/2007 

MERCK AND CO., INC 
P O BOX 2000 
RAHWAY, NJ 07065-0907 


20880P 3364 


EXAMINER 


RAMACHANDRAN, UMAMAHESWAR1 


ART UNIT 


PAPER NUMBER 



1617 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 02/20/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summarv 


Application No. 

10/551,975 


Applicant(s) 

MEISSNER ET AL 


Examiner 

Umamaheswari Ramachandran 


Art Unit 

1617 





- 777e MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 
Response to Restriction/Election 
Applicant's election of group II claims 14-15 and the election of species 4-methyl- 
17B-[(4-trifluoromethylphenyl)acetamido]-4- aza-5ct-androst-1-ene-3-onein the reply 
filed on 12/18/2006 is acknowledged. The restriction election has been made with 
traverse. The applicant has stated in the restriction/election remarks that a search of the 
subject matters of Groups I and III in addition to the subject matter of Group II, would 
not be burdensome. Group I, claims 1-13, are drawn to method for modulating 
androgen receptor comprising administering a therapeutically effective amount of a 
compound of structural formula I (claim 1) and a bone-strengthening agent and Group 
III, claims 16-18 are drawn to a composition comprising a compound of structural 
formula I, a bone-strengthening agent and a pharmaceutically acceptable carrier. Group 
I is directed to a method of administering the compound along with a bone 
strengthening agent and Group III is directed towards composition comprising the 
compound of formula I along with the bone strengthening agent. The searches of 
Groups I - III may be overlapping but there is no reason to believe that the searches 
would be co-extensive. The examiner will be focusing on the patentability of the method 
and not on the composition or compound for the group I searches. Conversely, in 
searching Group II, the examiner will be focusing on the compound and not the method 
of treatment or composition. The search for all inventions would place an undue burden 
on the Office in view of the corresponding diversity in the field of search for each. Thus 
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the restriction requirement elected is made final. Claims 1-13 and 16-18 are withdrawn 
from consideration. Claims 14 and 15 are pending. 

The elected species is free of prior art. Hence the search was expanded to 
include other species in claims 14 and 15 and the following rejections have been made. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 14 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Witzeletal (U.S. 5,639,741). 

Witzel et al. teaches a compound (compound 12 of claim 15 of the instant 
application) 4-methyl-173 -(2-fluorobenzamido)-4-aza-5a-androst-1-ene-3-one (col. 18, 
line 9-10) and this addresses claims 14 and 15. The reference further teaches the 
following compounds: 1 7-(2,6-Difluorobenzamido)-4-methyl-5-.alpha.-4-azaandrostan-3- 
one (col. 19, lines 1-2), 17-(2,3-Difluorobenzamido)-4,7-dimethyl-5-.alpha.-4- 
azaandrostan-3-one (col. 19, lines 37-38), 4-Methyl-17-(3-fluoro-2-methylbenzamido)- 
5.alpha.-4-azaandrostan-3-one and 4-methyl-17B -(propamido)-4-aza-5a-androst-1- 
ene-3-one. 

Conclusion 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Umamaheswari Ramachandran whose telephone 
number is 571-272-9926. The examiner can normally be reached on M-F 8:30 AM - 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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